Understanding Patents: a primer
The returns to knowledge in an enterprise today far exceed the returns to land, capital, or labour. It is thus not without significance that most international and some of the national organizations are trying to acquire the characteristics of Knowledge Organization. Knowledge management deals with not just explicit, inventive and innovative aspects of knowledge but also with the tacit knowledge, residing in the mind of people. I will not go into the details of the conditions which foster sharing of the potentially useful tacit knowledge for collaborative problem solving in any organization. It is obvious that trust plays an important role in that. But imagine if a large number of people lacked the trust not just in any one organization but rather in the whole society, what will happen to the process of production, reproduction, dissemination and application of knowledge. That was exactly the dilemma perhaps faced by  many healers, traditional herbalists  and other experts in our society in past. They kept their formulae secret and told it, if ever, to only a few who might or might not have been able to maintain the knowledge properly, much less improve it. Most people might take recourse to trade secret route of protecting their crucial  knowledge. Some imbued by generous and socially responsive spirit might produce knowledge for wider use notwithstanding any guarantee of  recognition or reward. Many teachers, social actors, public policy makers have done that for a long time. 

When a society has to become competitive,  innovative, inventive and productive, there is no escape from collaborative learning. I should be able to improve upon the innovation that you have developed and vice versa. Not only that, it should be possible for third parties to learn from our ideas, improve upon these and if possible profit from these improvements. Patents emerged, among other things,  to provide incentives to inventors to share their knowledge. In lieu of  such sharing, society allowed them for a given period of time to exclude others from commercially applying that knowledge for industrial production. Thus IPRs ( Intellectual Property Rights)  imply a social contract between the inventors and the society. Like any other property right, these can be conferred by state under certain conditions for specific purpose.

Organization of the paper:

The brief discussion on what patents do, how many kind of patents there are, what are the options before state government to strengthen the patent culture in the state,  a set of annexures is available for those interested  to further  illustrate the concepts and deepening the understanding of the reader about the basic issues.   I have also looked at all the patents filed from Gujarat in US and compared it with the patents filed from other states in India.  

This volume is only an introduction and does not claim to be an exhaustive treatise on patents.   

What could patents do?

(a)
help in giving a signal to society that invention matters, promote innovation, people try to bypass the existing invention if licensing is costly option.

(b)  provide individuals or their public, NGO  or private sector employers or                                   other stake holders to invest in the research and development so that return on investment can be enhanced.

(c)  possibly improve the quality of products and services, avoid duplication, promote exchange of information,

(d)  enable the inventor to exclude others from commercially exploiting the said invention for a given period of time and at the same time provide incentives  for rapid commercialization in view of limited period of protection 

(e)  increase the stock of societal knowledge so that scope of collective and individual imagination expands


Do they actually do so?
Yes and No.

It has to be noted that majority of the patents are never worked that is never actually applied. As many as eighty percent of the patents in some sectors remain in the records and data bases. Does it mean that these were granted by mistake. Not really. That only means that investment opportunities did not favour commercial exploitation of those products or processes. But it is quite possible that many of these vary patents have led to subsequent improvements which became a great success.

Patents do indicate to some extent as to how inventive a society is. At least how much recognition it provides to the inventions. Most developing countries argue that given the scale of investment required for developing a new drug or agricultural chemical, these should remain under a lower level of protection.

One of the arguments against product  patent is that it will damage the leadership India has built  in the field of reverse engineering of drugs and chemicals compounds. The other side is that Indian herbal and other drugs are slowly reaching global markets where India will need product patents.  How do we reconcile the interests of  research and development based new drug and agricultural input development entrepreneurs with those who produce through new processes already invented drugs at very low cost.  How do we reconcile the need for society to have essential drugs at low cost and at the same provide incentives for inventors and corporations in India and abroad to introduce new drugs in India without much lag. 

In addition, we have to remember that even patented drugs are subject to drug price control regulations and in the case of  risk to public order or health, government can intervene to ensure the availability of the same at reasonable cost. 

What can be patented?

Any product or process or design which involves an inventive, novel and non-obvious step capable of industrial application can be patented.  
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( Gupta, 1989, 1995, Gupta et al, 1996) 

At least one cell out of the six should be new.  That is, a known compound extracted or developed by known method but for a new use can be patented for that purpose.  Therefore if a known compound from neem, say azadirachtin extracted by a known process has been used for curing cancer - an unknown use, the patent can be granted for that purpose.  The use patents are not allowed in India as yet just as product patents in agricultural and pharmaceutical sectors are not allowed.

What does lower level of  protection mean?

India has allowed so far only process patent in drugs, and agricultural sector. That is, one can get protection for a process of making a drug or other such compounds but not for  the product itself. This is the central thrust of  new patent law that will have to come in to force by 2005 when Indians laws become TRIPs compatible. 

In addition the period for process patent in the case of drugs and related categories is also shorter that is only five years.

How do we make sense of different kinds of IPRs?

There are essentially six  kinds of IPRs:

While each of the IPR instrument has several essential requirements, I have highlighted in the table below only the most conspicuous distinguishing feature of each.  

Table 1

IPR




most important aspect

Patents




novelty

Trade marks



distinctiveness

Copy Rights



originality 

Trade secrets



authorised access

Plant Variety Protection 

distinctiveness, uniformity and stability (DUS)

under UPOV or sue generis system

Collective management

authorization for public use the entire repertoire of  

of right of  broadcasting and 

music

performance      

In addition integrated circuits, chips, semi conductors etc., can also be protected. 

Patents:

Invention must meet the criteria of  novelty,  non-obviousness, inventiveness through human effort, and industrial application 

fixed time period

first to file ( except in USA where it is First to invent)

granted only to inventors or their agents

Non obvious to a person well versed in the state of art

discoveries and product of  nature, or just ideas, mathematical algorithms ( though computer programs can be),  method of doing business( though of late training technologies are being given protection)  can not be patented

Micro-organisms can be patented after characterizing and  purifying the same since these do not occur in nature in purified form 

DNA sequences, modified animals or  transgenics, cell lines etc., are patented in some countries though many still don’t permit. Patenting of animals can still be denied because that may appear to many as  playing God. Patenting of life forms like cell lines of DNA fragments may also be  opposed on moral grounds. But imagine the fate of  a patient whose condition could have been much better, if  she had had access to diagnostics based on such technologies. Similarly,  if eating a banana can provide daily requirement of insulin to diabetes patients through a transgenic variety at low cost, should we still argue in favour of costly conventional medicine? 

Trademarks:

distinctiveness

association with manufacturer

enables informed choice by consumers ( which copying make difficult to make)

passing off  is not allowed

unfair competition

Three ways to protect a trademark:

a)  always distinguish  the TM in relation to other words in a sentence

b)  always use TM as an uninflected object

c)  always adhere strictly to the graphic design of the TM

In addition, Mazumdar (1997) summarises the features of Indian Act and also the provisions for enforcement.

    International Classification followed.

    Service marks not registrable. Protected by cautionary notice.

    First to use prevails over first to register.

    Transborder reputation recognized.

    Registration liable to be cancelled due to non-use of trademark for 

    continuous period of 5 years.

    Passing off action also applies to trade names.

    Both civil and criminal actions lie.  

    VALIDITY OF REGISTRATION :   7 years from application date. Renewable after 

    every 7 years. 

    ENFORCEMENT :

    Infringement action and passing off for unauthorized use of registered 

    trademark. 

    Passing off action against unregistered trademark/ trade name. 

    INDUSTRIAL DESIGN IN INDIA :   

    CRITERIAN : 

    New and original shape, configuration patterns and ornamentation of an 

    article may be protected under this law. 

    NOVELTY AND ORIGINALITY : 

    Novelty is judged based on prior publication only in India. Copy of a 

    foreign design in toto may affect originality. 

    TERM OF DESIGN : 

    Valid for 5 years from date of registration and extendable for two terms of 

    5 years each. 

Copyright

Copyright does not require registration, TM does

CR protects originality

COPYRIGHT (S.MAJUMDAR & CO., 1997)

    BASIC 

    Copyright vests in original work involving skill, labour and judgement in 

    respect of literary works such as books, publications including computer 

    software; Artistic work such as labels usable as trademarks, engineering 

    drawings; Sound recording and musical work etc.

    REGISTRATION : 

    Registration under the Copyright Act is not mandatory but registration is 

    extremely useful for the enforcement of copyright. In criminal proceedings 

    unregistered copyright particularly in respect of artistic labels used as 

    trademark are not weighed by the Courts and Police Authorities. 

    TERM OF COPYRIGHT : 

    60 years from the beginning of the calendar year following the year in which 

    the author dies. 

    ENFORCEMENT OF COPYRIGHT : 

    Copyright may be enforced both under civil and criminal laws. The amended 

    law of 1994 provides for increased fine and imprisonment. 

    INTERNATIONAL AGREEMENTS : 

    India is a member of Berne Convention and Universal Copyright Convention. 

    Nationals of member countries cannot register a foreign work in India and 

    such work is automatically protected in India under the aforesaid 

    conventions.

TRADE SECRETS:

Any inventor has the option of keeping her invention as the trade secret.  The only protection in such a case is against unauthorised access to the trade secret.  However, simultaneous development of the trade secret product or formulation independently is permissible.  The advantage as in the case of Coca Cola is that there is no time period in which the rights get exhausted.  The trade secret will be valid so long as the owner of the trade secret can keep it so.  The disadvantage is that nobody else can do research and improve the trade secret knowledge.  

The transfer of the trade secret is governed by the usual contact law and no registration is required for such inventions.
PLANT VARIETY ACT

Under the provisions of International Union of Plant Variety Protection, 1978, any plant variety which is distinctive, uniform and has stability can be protected .  Under the 1991 Act, the breeders and the farmers exemptions have been defined precisely.  One of the most contentious issues of UPOV 1991 relates to the restriction on the farmers to save the seeds for their own use as well as for exchange and sale.  However, there is a provision for national sui generis system under which appropriate protection to small farmers can be provided without violating the provision of UPOV.  

A review of clause (b) of para 3 of Article 27 of the TRIPS Agreement is due in the year 1999. This part of the Article states as under: -

“Members may also exclude from patentability:

Plants and animals other than microorganisms, and essentially biological processes for the production of plants or animals other than non-biological and microbiological processes. However, Members shall provide for the protection of plant varieties either by patents or by an effective sui generis system or by any combination thereof. The provisions of this subparagraph shall be reviewed four years after the entry into force of the WTO Agreement.”

PLANT VARIETIES

Recent Government of India document on the subject summarizes the country’s position as given below:

Article 27.3 (b) stipulates protection of plant varieties either by patents or by an effective sui generis system or by combination thereof.   There are very few countries where patents are available on plant varieties.  Discussions may therefore focus on what is an effective sui generis system.  

There is a model legislation available through the UPOV Convention. The UPOV Convention is derived from the need to protect the interests of plant breeders in industrialised countries; it does not derive from the needs of users in developing countries.  However, UPOV ’78 allows the recognition of farmers privilege to resow farm-saved seeds.   There is no reason why countries cannot develop their own models and render them effective sui generis systems under TRIPs.

One model with possible elements of a sui generis system may be:-

defining protectable subject matter including the term plant variety;

setting up the requirements for protection i.e. plant variety are novel, distinct, uniform and stable.  Additional requirements could be set up such as value for cultivation and use or declaration of origin.  The former could help countries to provide incentives to fit their specific priorities in plant breeding while the latter could help them to ensure prior inform consent of the providers of breeding material;

defining the scope of protection including the physical elements of a plant variety which are to be covered  and the legal acts requiring authorisation of the right holder for use of the protected variety;

specifying the duration of protection – the TRIPS Agreement does not specify any duration;

ensuring that there are no overlapping claims with other IPRs;

balancing the privilege confer to the right holders with public interest elements such as community gene funds, registers to facilitate benefit sharing mechanism and instituting a mechanism for public defenders of traditional knowledge and traditional use of varieties.

In  my earlier paper entitled, “Strategic Opportunities in Managing IPRs: Biodiversity, Drug Industry and Emerging Options”, (1997)  dealing with the situation regarding patents on herbal products, I found that s that more than 45 per cent of the herbal patents in USPTO are by Chinese, about 22 per cent by Japanese and  17 per cent by Russians followed by European Union and USA and other countries.  Implication is clear.  The centre of the world in this field of creative activity has already moved eastward.   India does not figure any where so far.  Whether  it will  be so in the next millenium also will be determined by our response to the following issues.

What next?


There are five issues that emerge from the foregoing discussion on patents.  

a.  What should government, industry associations, and NGOs  do to increase patent literacy at all levels in the state so that more inventive activities take place and premature exhaustion of  on going inventive activities though publications or other means is avoided.

b.  Which are the strategic sectors in which filing, acquiring, and licensing of patents needs to be given greater attention through support for R&D as well as filing  patents.

c.  What should be the essential features of Patent Facilitation Cells to be set up in different parts of  Gujarat  state to encourage scholars, entrepreneurs, investors and others to do (i) do state of art search, (ii) track the patents which are expiring, (iii) identify crucial technological trends to safeguard strategic sectors of economy, particularly exports, etc.

d.  Can a proactive policy for attracting IPR expertise in the state help overcome some of the disadvantages of starting late in the field of information technology and biotechnology?

e.  What kind of patent support system be created for biodiversity based traditional knowledge as well as contemporary innovations at grassroots?

Each of these issues will require systematic and sustained follow up if we have to make an impact on the economy and society through harnessing of intellectual property within and outside the state.  It has to be noted that current level of preparedness is preventing us from harnessing the advantage of reasonably advanced level of research such as in Saurashtra University, Chemistry Department, MS University and Gujarat  University , Microbiology Department and many other technical institutions.

I am convinced that preeminence position that Gujarat achieved in industrial development can be maintained and in fact enhanced only through proper harnessing of the intellectual property potential of entrepreneurs, scientists and farmers and artisans.   

It is not very encouraging to note that out of  more than 826 patents filed during 1978 till 1999 April by Indians in US patent office, hardly 26 were from Gujarat and among  these also, only two were by individuals. This is not a trend that we can feel proud of.  Unless a very active user friendly and easily accessible support system is introduced, budding inventors and innovators will not bloom. Recent experience of  Gujarat Grassroots Innovation Augmentation Network (GIAN) set up in collaboration with Gujarat Government to scale up the innovations documented by Honey Bee network and Society for Research and Initiatives for Sustainable Technologies and Institutions (SRISTI)  is very encouraging. Not only patents have been filed on behalf of grassroots innovators but also technology transfer agreements have been signed with entrepreneurs assigning rights for three districts in one case of tilting cart.  That is, an entrepreneur has paid a significant sum for manufacturing tilting carts innovated by Amrut Bhai of Junagadh district in three districts of Gujarat. In past, the same entrepreneurs would  have just copied the design. Now he wants SRISTI and GIAN to help him  in ensuring that others do not copy and cheat him of the intellectual property rights that he has obtained through assignments. 

The cultural change has begun.
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